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The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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ON BRI EF

Bef ore COHEN, NASE, and GONZALES, Administrative Patent Judges.
NASE, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of claims 1 to 5, 8, 9, 11 to 19, 21 to 26, 28 to 33

and 35 to 39.2 Cdainms 6, 7, 10, 20, 27 and 34, the remaining

! Application for patent filed June 13, 1996.

2 Wi le the exam ner has approved entry of the anendnent
after final rejection to clains 2 and 22 (Paper No. 9, filed
Septenber 21, 1998), we note that this anendnent has not been
clerically entered.
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clainms pending in this application, have been objected to as

dependi ng from a non-al |l owed cl aim

W REVERSE
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BACKGROUND

The appel lants' invention relates to a non-volatile
menory systemfor use in a vehicle (specification, p. 1, lines
3-4). An understanding of the invention can be derived froma
readi ng of exenplary clainms 1, 2, 15, 22 and 30 (the
i ndependent cl ains on appeal ), which appear in the appendix to

the appel lants' brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Ahl berg 4,570, 228 Feb. 11,
1986

Esmer et al. 5,161, 311 Nov. 10,
1992

(Esner)

Claims 1 to 5, 8 9, 11 to 19, 21 to 26, 28 to 33 and 35
to 39 stand rejected under 35 U.S.C. §8 103 as being

unpat ent abl e over Ahl berg in view of Esmer.

Rat her than reiterate the conflicting viewoints advanced

by the exam ner and the appellants regardi ng the above-noted
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rejection, we make reference to the answer (Paper No. 15,
mai | ed February 22, 1999) for the examner's conplete
reasoning in support of the rejection, and to the brief (Paper
No. 14, filed Decenber 30, 1998) for the appellants' argunents

t her eagai nst .

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. Upon evaluation of all the evidence before us, it
is our conclusion that the evidence adduced by the exam ner is

insufficient to establish a prim facie case of obvi ousness

with respect to the clains under appeal. Accordingly, we wll
not sustain the examner's rejection of clains 1 to 5, 8, 9,
11 to 19, 21 to 26, 28 to 33 and 35 to 39 under 35 U.S.C. §

103. Qur reasoning for this determ nation follows.

In rejecting clains under 35 U . S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of
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obvi ousness. See Inre R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prinm facie case of

obvi ousness i s established by presenting evidence that woul d
have | ed one of ordinary skill in the art to conbine the

rel evant teachings of the references to arrive at the clained

invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cir. 1988) and In re Lintner, 458 F.2d 1013,

1016, 173 USPQ 560, 562 (CCPA 1972).

The teachi ngs of Ahl berg and Esnmer are set forth on pages
3-5 of the answer and on pages 6-7 of the brief. The exam ner
ascertai ned (answer, p. 4) that Ahlberg fails to "teach that
the nenory for storing the data (vehicle speed) is a
nonvol atile nmenory." Wth regard to this difference, the
exam ner determ ned (answer, pp. 4-5) that it would have been
obvious to one skilled in the art to have nodified
the vehicle accessory of Ahl berg by incorporating the
nonvol atil e menory of Esner et al because such a
nodi fication will provide a nmenory in which data stored
will be retained even in the event of a power failure and

will reduce the periodic wites in the nenory, thereby
increasing the Iife of the nenory.
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The appel |l ants argue (brief, pp. 8-10) that there is no
notivation in the applied prior art for conbining the
teachi ngs of Ahl berg and Esnmer to arrive at the clained
invention. W agree. The nere fact that the prior art may be
nodi fied in the manner set forth by the exam ner does not mnake
the nodification obvious unless the prior art suggested the

desirability of the nodification. See In re Fritch, 972 F. 2d

1260, 1266 n. 14, 23 USPQ2d 1780, 1783-84 n.14 (Fed. G

1992), citing ILn re Gordon, 773 F.2d 900, 902, 221 USPQ 1125,

1127 (Fed. Cir. 1984).

Thus, teachings of the applied prior art can be conbi ned
only if there is sonme suggestion or incentive to do so. Here,
the applied prior art contains none for the reasons set forth
on pages 8-10 of the brief. 1In our view, the only suggestion
for nodifying Ahlberg in the manner proposed by the exam ner
to arrive at the clained invention stens from hindsi ght
know edge derived fromthe appellants' own disclosure. The
use of such hindsi ght know edge to support an obvi ousness
rejection under 35 U.S.C. 8 103 is, of course, inperm ssible.

See, for exanple, W L. Gore and Associates, Inc. v. Garlock,
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Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed. Gr

1983), cert. denied, 469 U S. 851 (1984). It follows that we

cannot sustain the examner's rejections of clains 1 to 5, 8,

9, 11 to 19, 21 to 26, 28 to 33 and 35 to 39.
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CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
claims 1 to 5, 8 9, 11 to 19, 21 to 26, 28 to 33 and 35 to 39
under
35 U.S.C. § 103 is reversed.

REVERSED

JOHN F. GONZALES
Adm ni strative Patent Judge

| RWN CHARLES CCHEN )
Adm ni strative Patent Judge )
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